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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group I in the reply filed on 7/28/2008 is 
acknowledged. Group I, drawn to pyrrolo[2,3-d]pyrimdines and simple compositions thereof, 
embraced by claims 1-9 andl4 was elected by Applicant. Applicant has not pointed to any errors 
in the Examiners analysis of the classification of the different inventions. The requirement is 
deemed proper and is therefore made FINAL . 

There are 14 claims pending and 10 under consideration. Claims 1-7, 9 and 14 are 
compound claims. Claim 8 is a composition claim. Claims 10-13 arc drawn to nonelected 
subject matter. This is the first action on the merits. The application concerns some pyrrolo[2,3- 
d]pyrimidine compounds and simple compositions thereof. 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: Substituted Pyrrolo[2,3-d]pyrimidines as a Protein 
Tyrosine Kinase Inhibitors. This is just a suggestion for a title. 

The disclosure is objected to because of the following informalities: 

The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should include 
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the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(1) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1.821(a) and if the required "Sequence 
Listing" is not submitted as an electronic document on compact disc). 



Claim Objections 

Claims 2 and 3 are objected to because of the following informalities: the term "indoyl" 
is misspelled. Appropriate correction is required. 

Claim 5 is objected to because of the following informalities: the term "benzemide" is 
misspelled in the second to the last specie on page 6. Appropriate correction is required. 

Claim 4 is objected to because of the following informalities: the term "morpholino- 
propyl- mino" is misspelled in the definition of Ri and R 2 . Appropriate correction is required. 
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Claim 5 is objected to because of the following informalities: the first and 19 th specie are 
the same. Appropriate correction is required. 

Claims 7-9 are objected to because of the following informalities: said claims states, 
"according to any one of claims 1" which should be replaced with "according to claim 1." 
Appropriate correction is required. 

Claims 7 and 9 are objected to because of the following informalities: claims 7 and 9 are 
substantial duplicates of claim 1 as the only difference is a statement of intended use, which is 
not given material weight. Note In re Tuominen 213 USPQ 89. 

This application contains claims 10-13, drawn to an invention nonelected without 
traverse in the paper of 7/28/2008. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144). See MPEP § 
821.01. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-9 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



Application/Control Number: 10/598,070 Page 5 

Art Unit: 1624 

Claim 1 defines X as a monovalent substituent with "alkyl." However, X is divalent and 
"alkyl" should be changed to "alkylene," if this is what Applicant intends. 

The term "heterocycle" is the name of a compound, not a substituent, which has a full 
valency. Please replace with the appropriate substituent name, if this is what Applicant intends. 
This occurs throughout claims 1-4. 

The following terms, "pyrrolidine, tetrahydrothiophene, tetrahydrofuran, piperidine, 
pyran, pyrazolidine, oxirane, dioxane, imidazoline, imidazolidine, morpholino and piperazine," 
are the names of compounds, not substituents. Applicant should replace with the appropriate 
substituent name, if this is what Applicant intends. See claim 2 in four places and claim 3. 

Claim 14 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite in that it 
fails to point out what is included or excluded by the claim language. This claim is an omnibus 
type claim. 

In the present instance, claim 4 recites, "preferably" which is the narrower statement of 
the range/limitation. A broad range or limitation together with a narrow range or limitation that 
falls within the broad range or limitation (in the same claim) is considered indefinite, since the 
resulting claim does not clearly set forth the metes and bounds of the patent protection desired. 
See MPEP § 2173.05(c). Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board stated that this 
can render a claim indefinite by raising a question or doubt as to whether the feature introduced 
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by such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions of Ex 
parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); 
and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). 

Claims 1-9 and 14 are rejected under 35 U.S. C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. It is the Wands factors, which are used to evaluate the enablement question. In re 
Wands, 8 USPQ2d 1400 (Fed. Cir. 1988); Ex parte Forman, 230 USPQ 546. The factors 
include: 1) The nature of the invention, 2) the state of the prior art, 3) the predictability or lack 
thereof in the art, 4) the amount of direction or guidance present, 5) the presence or absence of 
working examples, 6) the breadth of the claims, and 7) the quantity of experimentation needed. 

The nature of the invention in the instant case, has claims which embrace pyrrolo[2,3- 
djpyrimidine compounds. The scope of "ester" is not adequately enabled. Applicants provide 
no guidance as how the compounds are made more active in vivo. The choice of an "ester" will 
vary from drug to drug. Therefore, more than minimal routine experimentation would be 
required to determine which esters will be suitable for the instant invention since there are more 
than just C(0) 2 type esters. Applicant has two working examples with C(0) 2 alkyl esters but does 
not have phosphate esters, thioesters, etc. These different types of esters require additional 
experimentation to synthesize and to practice the invention. 



Application/Control Number: 10/598,070 Page 7 

Art Unit: 1624 

The instant compounds of formula (I) wherein the esters are not described in the 
disclosure in such a way the one of ordinary skill in the art would no how to prepare the various 
compounds suggested by said claims. In view of the lack of direction provided in the 
specification regarding starting materials, the lack of working examples, and the general 
unpredictability of chemical reactions, it would take an undue amount of experimentation for one 
skilled in the art to make the claimed compounds and therefore practice the invention. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 7, 9 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by Bold 
et. al. (WO 03/013541). 

The reference teaches compounds of formula (I), wherein Ri= hydrogen, R 2 = lower alkyl 
substituted by 6-methoxy-3-pyridinyl, Y= X-(R 3 )n, X= C(O), R 3 = OCH 2 CH 3 and n= 1, see page 
65, step 119. Another specie, which is embraced by said claims, is the compound of formula (I), 
wherein Ri= hydrogen, R 2 = lower alkyl substituted by 2-pyridinone, Y= X-(R 3 )n, X= CH 2 , R 3 = 
4-methylpiperazinyl and n= 1, see page 64, compound 117. The reference is replete with species 
which are embraced by claim 1 . Thus, said claims are anticipated by Bold et. al. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 2, 7-9 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ding et. al. (US 7253166). 

The instant Application claims compounds of formula (I), wherein Ri and R 2 = 
morpholinyl and Y= X-(R 3 )n, X= N, R 3 = CH 3 and n= 2. 
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The reference teaches compounds of formula (I), wherein Ri and R2= morpholinyl and 
Y= X-(R 3 )n, X= N, R 3 = H and n= 2. See column 4, lines 55-56 and column 8, line 20 for the 
compositions. 

The difference between the reference and the instant Application is the substituent at R 3 , 
hydrogen versus Applicant's methyl. Since a methyl group is considered a homolog of hydrogen 
these compounds are considered equivalent. The MPEP 2144.09 states "Compounds which are 
. . . homologs (compounds differing regularly by the successive addition of the same chemical 
group, e.g., by -CH2- groups) arc generally of sufficiently close structural similarity that there is 
a presumed expectation that such compounds possess similar properties. In re Wilder, 563 F.2d 
457, 195 USPQ 426 (CCPA 1977). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 1-9 and 14 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-4 and 8-10 of copending Application 
No. 10597298. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because of the overlapping subject matter embraced by the genus claims in the 
copending Application. For example, a compound of formula (I), wherein Q= NH, X= bond, 
Rl= alkylene-heterocyclyl or heterocyclyl and G= alkylene is embraced by the genus of claim 1 
in the instant Application and the '298 patent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUSANNA MOORE whose telephone number is (571)272-9046. 
The examiner can normally be reached on M-F 8:00-5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Wilson can be reached on (571) 272-0661 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Susanna Moore/ 
Examiner, Art Unit 1624 



